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1 M Responsive to communication(s) filed on 08/14/01. 12/19/02 & 05/18/04 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to 
er Exparte Quayle, 1935 CD. 11, 453 O.G. 213. 

Dispositior 

4M Claimfs) 10-43.51-54.8: 

4a) Of the above claim(s) 

5) D Claimfs) is/are allowed. 

6) D Claimfs) is/are rejected. 

7) D Claimfs) is/are objected to. 

8M Claimfs) 10-43.51-54.89-92.94-97 and 103-11 




pending in the application. 



subject to restriction ar 



or election requirement. 



Application Papers 

9)D The specification is objected to by the Examiner. 

1 0)D The drawingfs) filed on is/are: a)\J accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawingfs) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawingfs) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. § 119 

1 2)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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3) □ inf 



es Cited (PTO-892) 

son's Patent Drawing Review (PTO-948) 
sure Slatement(s) (PTO-1449 or PTO/SB/08) 
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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 10-40, 89-92, 94, 103-107 and 109, drawn to microfabricated batteries, 
classified in class 429, subclass 122. 

II. Claims 41-43, 51-54, 95-97 and 108, drawn to methods comprising the acts of 
fabricating or methods of making microfabricated batteries, classified in class 29, 
subclass 623.1. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
product as claimed can be made by another and materially different process, (as admitted by the 
applicants) the battery can be made by etching, metallic deposition, layer lithographic patterning 
and the like. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 
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In addition, further restriction is required. Thus, applicant must elect one (1) of the above 
groups and one (1) of the species below. 

5. This application contains claims directed to the following patentably distinct species of 
the claimed invention: 

Species 1 : the battery or method including microelectronic circuit/microcircuitry per se; 

Species 2: the battery or method including microelectro mechanical system per se; 

Species 3: the battery or method having no microelectronic circuit/microcircuit or 
microelectromechanical system (not including microelectronic circuit/microcircuitry or 
microelectro mechanical system); 

Species 4: the battery or method including the microscopic wire and hollow tubular 

electrode; 

Species 5: the battery or method comprising the specific power output, 

***Examiner's note: it is also noted that the present claims also contain what appears to 

be several additional species of mutually exclusive battery embodiments or characteristics, for 

example: 

a) rechargeable or primary battery; 

b) electrode comprising a conductive film or rigid dielectric substrate or flexible sheet or 
etched profile; 

c) battery geometry selected from the group consisting of a flat cell, spirally wound; 
bipolar or linear; 

d) battery geometry selected from the group consisting of wire-shaped, odd-shaped, wire 
in a can, or peg in a block; 
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e) the electrolyte being liquid, or solid or a hybrid of liquid and solid; 

f) the electrolyte being selected from the group consisting of an ion-conducting polymer, 
lithium glass or a polymer containing conductive material; 

g) the base selected from the group consisting of a conformal material or rigid material; 

h) different reactant electrode materials. 

Thus, in the event that applicant traverses on the ground that the species are not 
patentably distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the case. In 
either instance, if the examiner finds one of the inventions unpatentable over the prior art, the 
evidence or admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
Additionally, should applicant traverse the species election requirement, applicant in kindly and 
voluntarily requested to provide a reasonable identification of specific patentably distinct 
s pecies of the claimed invention for examination purposes. It is advised that if applicant 
voluntarily decides to provide such identification of species, such species (as identified by the 
applicant) will be carefu lly reviewed by the examiner so as to determine if they all represent a 
proper identificatio n and eroupins of the species and their associated listing of all claims 
readable thereon. *** 

Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is finally 
held to be allowable. Currently, no claim is generic. 

Applicant is advised that a reply to this requirement must include an identification of the 
species tha t is elected consonant with this requirement, and a listing of all claims readable 
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thereon, including any claims subsequently added. An argument that a claim is allowable or that 
all claims are generic is considered nonresponsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration of 
claims to additional species which are written in dependent form or otherwise include all the 
limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims are added after 
the election, applicant must indicate which are readable upon the elected species. MPEP § 
809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

6. Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

7. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1 .17(i). 
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Any inquiry concerning this communication or earlier communications from the 
:r should be directed to Raymond Alejandro whose telephone number is (571) 272-1282. 

n normally be reached on Monday-Thursday (8:00 am - 6:30 pm). 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick J. Ryan can be reached on (571) 272-1 292. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Raymond Alejandr 

Examiner 

Art Unit 1745 



